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INFORMAL RESPONSE AFTER FINAL REJECTION PURSUANT TO 37 C.FJL S 1.1 16 
AND REOUEST FOR RECONSIDERATION 



MS: AF 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313 

Dear Sir: 

This paper is submitted as an informal response to the Final Oflice Action mailed December 24, 
2003 to further highlight reasons why the application is in condition for allowance. This paper is also 
.submitted as an agenda for the interview scheduled for Tuesday, March 2, 2004 between the undersigned 
and Examiner Brier. 

Remarks begin on page 2 of this paper. 



SN 09/736,414 Response to Final OfJicc Action IVlailud 12/24/2003 



PAGE 2l7'RCVDAT3/2/20()41:30:S9PM [Eastern Standard Tiine]*SVR:USPT0{FXIV-2/rDra^^^^^^ 



MAR-02-2004 TUE 12:24 PM CONLEY ROSE & TAYON 



FAX NO. 5127031250 



P. 01 



700 1-avaca, Suile 720 
Austin, Texas 78701 
Phone: (512) 476-1400 Fax: (512) 703-1250 




Intellectual Property I^w 
Licluding 
Patents, Trademarks, Copyrights 
and Unfair Competition 



FAX 



To: BxaiTiiner Brier 



From: Kevin Daffer, Jennifer Fisher 



Fax; (703)746-8573 



Phone: (512)703-1242 



Phone: (703)305-4723 



Pages; 6 (including cover) 



Re: Ap p. No. 0i>/736.414 (5468-05800) 



Date: 3/2/04 



Examiner Brier, 



Attached is an informal response to the Final Office Action mailed December 24, 2003. This paper is 
submitted as an agenda for the interview scheduled Tuesday, March 2 at 1 pm (EST). 



Thank you, 
Jennifer Fisher 



THIS FACSIMILE TKANSMITTAL AND THE DOCUMENTS ACCOMPANYING TOIS PACSUVtlLk; TRANSMITTAL CONTAIN 
COM IDKNTIAL INFORMATION INTfcNDKU ONLY FOR THE USE OF THE INDIVIDUAL NAMED ABOVE. IF YOU ARE NOT TOE 
INI ENDED RECIPIENT YOU ARE NOTIFIED THAT THIS COMMUNICATION MAY DE Sl/fiJECTTO THE ATTORNEY-CLIENT OR 
WORK-PRODUCT PRIVILEGE AND THAT THE DISSEMINATION, DISI KIBUTION OR COPYING OF THIS COMMUNICATION IS 
STRICTLY PROIIIUITED. IF YOU IL\VE RECEIVED THIS COMMUNICATION IN ERROR, PLEASE IMMEDIATELY NOTIFY US BY 
rEI.EPIlONE (COLLECT) TO ARRANGE FOR RETURN OF THE DOCUMENTS, RECEIFf BY ANYONE OTHER THAN THE 
INTENDED RECIPIENT IS NOT A WAIVER OP ANY ATTORNEY-CLIENT OR WORK-PRODUCT PRIVILEGE, 
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REMARKS 

No new amendments have been made to the present application. Tlius, claims I -1 9 arc currently 
pending in the case. Further examination and reconsideration of the presently claimed application is 
resi^cclfully requested. 

Section 112, Second_Paragraph. Rejections: 

Statements in the Office Action reject claims 1-19 under 35 U.S^C. § 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim tlie subject matter which applicant 
regards as the invention. If the scope of a claim would be reasonably ascertainable by those skilled in the 
art, then the claim is not indefinite. Ex Parte Porter, 25 USPQ2d 1144, 1145 (Bd. Pat. App. & Inter. 
1992) MPRP 2173.05(e). As will be set forth in more detail below, the §112, second paragraph, rejection 
of claims 1, 3-5» 12, 13 and 17-19 is respectfully traversed. Claims 2, 6-11 and 14-16 are not specifically 
cited against in the Office Action; thus. Applicants assume (hat those claims aie rejected merely for being 
dependent on a rejected base claim. 

The Office Action alleges that claim 1 is indefinite because "[t]hc location of the editor ia the- 
claim is unclean" Claim 1 recites: . , 

A system for wcb-based viilual advertising, comprising: a web server contained widiin a 
first computer and having a first vector graphics image and a web page containing a link 
to the first image; an ad server contained within a second computer and operably coupled 
to the web server by a network and having a second vector graphics image; a client 
contained within a third computer and adapted to receive the web page from the web 
server and 10 receive the first and second images from the web server and the ad server, 
respectively; and an editor adapted to overlay a portion of the first image with the second 
image. 

Applicants wish to point out that tlie particular structure containing the editor (i.e., the location of the 
editor) need not be included in claim 1, since to do so would unduly narrow the claim from it's desired 
scope. As set forth in MPEP 2173.04 '^breadth of a claim is not to be equated with indefiniteness." It is 
clear from tlie pending system claim that the presently claimed editor is adapted to overlay a poition of a 
first image (e.g., obtained from a web server) with a second image (e.g., obtained from an ad server). 
However, and as noted in the Specification, "[t]he editor is merely software executable within any 
execution unit, including the web server, ad server or client, or neither the web server, ad server or client 
but some execution unit altogether separate from the web server, ad server or client." (Specification, page 
6, lines 13-16. emphasis added). Since the presently claimed editor is intended to be "executable within 



SN 09/736,414 Response to Final Office Aciion Mailed 10/7/2003 ' Page 2 of? 

PAGE 3/7*RCVDAT3i2/20041:30:59PM[Eastem Standard 



mR-02-2004 TUE 12:25 PN CONLEY ROSE & TAYON FAX NO. 5127031250 P. 04 



any execution unit", amending the claim to limit the editor to a particular structure or location would 
make the claim too narrow in structure and/or function. Instead of unduly limiting the scope of 
independent claim 1, possible locations for the editor are recited in dependent claims 3, 4 and 5. For at 
least these reasons, Applicants assert that the § 112 rejection of claim 1 is improper and that no 
amendments are ncccssaiy to clarify the present claim language. 

With regard to claims 3 and 4, the Examiner suggests that if the editor is located in the web 
server (claim 3) or the ad server (claim 4), then the client will not receive the second image from die ad 
server (claim 3) or the first image from the web server (claim 4). See, e.g.. Office Action, page 2. 
Applicants respectfully disagree. As recited in claim 1, a web server (contained within a first computer) 
has a first image, an ad server (contained vrithin a second computer) has a second image, a client 
(contained within a third computer) is adapted to receive the first image (from the web server) and the 
second image (from the ad server), and an editor is adapted to overlay a portion of the first image with die 
second image. In light of such recitation, it is clear that both the client and the editor have possession of 
(or at least access to) the first and second images. Claims 3 and 4 merely recite further limitations on the 
editor as operating within the web server or widiin the ad server, respectively. Claim 5 limits the editor to 
opei-ating within the client. Even though the editor may not operate within the client in all embodiments 
of the invention, the particular location of the editor does not preclude the client from receiving a copy of 
the first and second images, as suggested by the Examiner. Instead, the web server, the ad server, or any 
other execution unit (other than the client) containing the editor may have it's own copv ofima preR that 
are separate and distinct from the images received by the client. See, e.g., Specification, page 17, line 18 
to page 18, line 2. For at least these reasons, Applicants assert that the § 112 rqection of claims 3 and 4 is 
improper and that no amendments are necessary to clarify the present claim language. 

With regards to claim 5, the Examiner suggests that "claim 5 places the location of tlie editor in 
the client, however, if claim 5 was added to claim 1 then claims 3 and 4 would conflict with claim 1." 
(Office Action, page 3), Applicants wish to point out that the limitations of claim 5 are not included 
within claim 1, nor are claims 3 and 4 dependent on claim 5. Rather, claims 3. 4 and 5 are made 
separately dependent on claim 1 to recite various possible locations from which the editor may operate. It 
is irrelevant whether the hypothetical modification of claim 1 (e.g., to include the limitations of claim 5) 
would conflict with claims 3 and 4, since such modification has not been made. For at least these reasons. 
Applicants assert that the §112 rejection of claim 5 is improper and that no amendments arc necessary to 
clarify the present claim language, 
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On page 3 of ihe Office Aclion, the Examiner provides a lengthy explanation for why, in view of 
claim 5, '*thc ad server and web server should not be operably coupled". Hie Examiner provides a similar 
explanation for the alleged indefiniteness of claim 19. Applicants art somewhat confused by the 
Examiner's explanation of claims 5 and 19 and request clarification before a response can be submitted. 

With regard to claim 12. the Examiner suggests that "Claim 12 claims the web server and the ad 
server are computer program execution units while claim I now claims the web server and ad seiTer to be 
first and second computers. It is not clear if the computer program execution units arc intejided... to 
replace the first and second computer limitations or are intended to be included within the first and second 
compuLors. Amendment to this claim is necessary to clarify the issue," (Office Action, page 3). 
Applicants respectfully disagree. First of all, present claim 1 docs not claim "the web server and ad 
server to be first and second computers", as suggested in the Office Action (emphasis added). Instead, 
claim 1 recites a limitation on "a web server contained within a first computer" and ''an ad server 
contained withjn a second computei"" (emphasis added). Such recitation, however, docs n^ necessitate 
that the web seiner and/or the ad server be equivalent to the first and second computers. Instead, and as 
recited in claim 12, the web server and the ad server are computer program execution units, which as 
recited in claim 1, arc contained within the first and second computers. For at least tliese reasons. 
Applicants assert that the §1 12 rejection of claim 12 is improper and that no amendments are necessary to 
clarify the present claim language. 

With regajd to claim 13, the Examiner suggests that "[i]t is unclear where the overlaying is 
performed." (Office Action, page 3, emphasis added). The Examiner further suggests that the broadly 
claimed edilor (or process of overlaying) renders claim 13 indefinite (Office Action, page 3), Applicants 
respectfully disagree. More specifically, Applicants are imawarc of any basis in which the paiticular 
slnicnn-e requested in the Office Action (i.e., the location where the overlaying is performed) must be 
added to claim 13. In fact, MPEP 2173.05(b) makes clear that "process or method claims are not subject 
to rejection by U.S. Patent & Trademark Office Examiners under 35 U.S.C. 1 12, second paragraph, solely 
on the grounds that they define the inherent function of a disclosed machine or apparatus." llie method 
of claim 13 discloses a process of overlaying a portion of the first image with a second image obtained 
from a second computer, coupled to the first computer by a network, to obtain a modified first image. To 
avoid unduly limiting the scope of the claims, the presently claimed process of overlaying should not be 
limited to a particular structure or location, lliereforc, it is not necessary define such n location in present 
claim 13. For at least tliese reasons. Applicants assert that Uie §1 12 rcgcction of claim 13 is improper and 
that no amendments arc necessary to clarify the present claim language, 
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With regards to claims 17-18, the Examiner suggests, "[i]f the overlaying is in the first coitiputcr, 
see also claim 17, then the client computer will not be coupled to the second computer to obtain the 
second vector graphics image. If the overlaying is in the second computer, sec also claim 18, then the 
client will not be coupled to the first computc[r] to obtain tlie first vector graphics image." (Office Action, 
page 3). With regards to claim 19, the Examiner suggests, *'daim 19 places the location of the overlaying 
editor in the client, hovirever, if claim 19 was added to claim 13 then claims 17 and 18 would conflict with 
claim 13. Claim 19 is indefinite because if the client computer performs the overlaying then the claimed 
second computer coupled to the first computer of claim 13 conflicts v/ith claim 19 because, ..thus, in view 
of claim 19 the first computer and second con^uter should not be coupled to obtain a modified first 
image/* (Office Action, page 4). Due to the similarities between claims, reference should be made to the 
arguments presented above for claims 3-5. For at least the above reasons. Applicants assert that the § 1 12 
rejection of claims 17-19 is improper and that no amendments are necessary to clarify the present claim 
language. 
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CONCLUSION 

No amtsndments were jnadc to the present application. The rqection of claims 1-19 under 35 
ll,S.C, §112, second paragraph have been responded to. In addition, the prior art made of record but not 
relied upon is not considei^d pertinent to the Applicants disclosure. This response, therefore, constitutes 
a complete response to all issues raised in the Office Action mailed December 24, 2003. In view of the 
remarks traversing the rejections presented in the Office Action, pending claims M9 are in condition for 
allowance. If the Examiner has any questions, comments or suggestions, the undersigned attorney 
earnestly requests a telephone conference. 

No fees are required for filing this amendment; however, the Commissioner is autlioi'izcd to 
charge any additional fees which may be required, or cn^dit any overpayment, to Conley Rose, P.O. 
Deposit Account No. 03-2769/5468-05800. 

Respectfully submitted, 



Kcviji L. Daffer 
Reg, No. 34,146 

ATTORNEY FOR APPLICANT 

CONLEY ROSE, P.C. 

P.O. Box 684908 

Austin, Texas 78768-4908 

(512)476-1400 

Date: Mar ch 2, 2004 
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